
Global Intellectual Property Protection for 
U.S. Exporters

Thank you for joining us today.  

• All participants will be muted for the duration of the webinar.

• Please submit your questions using the Q&A function.  Questions will be 
answered at the end of the presentation.

• This webinar is being recorded.  A link to the recording and the presentation 
will be emailed to all attendees within a few days after the program.  
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What is a patent?

• Property right

– Right to exclude others from making, using, selling, offering for sale or importing the 

claimed invention

– Limited term

– Territorial – protection only where patent granted

• Exchange

– Inventor discloses the invention in exchange for the opportunity to receive the patent 

grant and its associated rights
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Who grants patents?

• National patent offices

– E.g., U.S. Patent and Trademark Office (USPTO), Japan Patent Office (JPO), Korean 

Intellectual Property Office (KIPO)

• Regional patent offices

– Grants patents with effect in some or all member countries

• European Patent Office (EPO)

• Eurasian Patent Organization  (EAPO)

• African Regional Intellectual Property Organization (ARIPO)

• African Intellectual Property Organization (OAPI)

• Patent Office of the Cooperation Council for the Arab States of the Gulf (GCC 

Patent office)
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Types of U.S. patents

• Utility

– Inventions

– 20 year term from filing date

• Design

– Ornamental design described and shown

– 15-year term from grant date (For applications filed on or after May 13, 2015)

• Plant

– New variety of asexually reproduced plant

– 20 year term from filing date
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Where to patent?

• Patent rights are territorial.

– Protection against infringing activities only within the country or region in which patent 

was granted

• There is no worldwide patent.

– Must apply for and be granted a patent in each country or region of interest

• Patent protection can be an important part of overall global business 

strategy.
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Where to patent:

Patent law considerations
• Standards of patentability in country/region

– Patentable subject matter differences

– Prior art differences

• Grace period 

– Some countries have only a registration system.

• No substantive examination

• Types of protection differ

– Patent, inventor ’s certificate, utility certificate, utility model, petty patent, patent of 

addition, certificate of addition, inventor’s certificate of addition, utility certificate of 

addition, industrial design
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Grace period

• Time prior to filing during which public disclosure by an inventor will 

not be considered prior art.

• It differs in different jurisdictions.

– U.S.: One year (35 U.S.C. 102(b))

– EPO: None

– JP: Six months under certain circumstances
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Options for foreign filing

• File a patent application directly in a national or regional patent office 

(Paris Convention).

– A foreign filing license from the USPTO may be required.

• File an international patent application under the Patent Cooperation 

Treaty (PCT).

– A foreign filing license from the USPTO may be required, if filing in a foreign receiving 

office.
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Direct filing (Paris Convention) timeline

• Local patent application filed first

– Multiple foreign applications filed at 12 months, claiming priority under the Paris 

Convention to the first application

• Multiple formality requirements

• Multiple prosecutions of applications

• Translations, costs for Office fees and local agents at 12 months
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Why file directly in foreign national 

or regional patent office? 
• May be cost effective 

– If filing in only a few countries

• When certain 

– As to which countries applications are to be filed 

• Prepared to pay the filing costs early

– E.g., filing fees, translation costs, attorney fees

• Necessary for countries not party to the PCT
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PCT filing timeline

• Local patent application filed first

– Single international application filed under the PCT at 12 months, claiming priority 

under the Paris Convention

• One set of formalities requirements

• One international phase prosecution

• Translations, costs for Office fees and local agents not required until 30 months
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International patent?

• An international application is filed under the Patent Cooperation 

Treaty (PCT) but…

– There is no “international patent”

– The PCT functions as a patent application filing system

– The international application must still be prosecuted in each national or regional 

office where patent protection is desired
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PCT benefits for applicants 
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• Simplifies the process of filing foreign applications

– One set of formality requirements

– Establishes a filing date in all PCT Contracting States

• Postpones costs

– Translation fees, filing fees, attorney fees

• Provides 

– An early indication of prior art and 

– A written opinion as to the novelty, inventive step and industrial applicability of the 

claimed invention

• Gives extra time for assessment of commercial viability in designated 

States



The international application (IA)

• A single application

– Filed in one language

– Filed in one patent office

• The Receiving Office (RO) 

• Usually the applicant's home patent office

– Treated as a national application in each designated State as of the international 

filing date

• Formalities in compliance with the PCT 

– Must be accepted during national phase
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Why foreign file via the PCT
• May be cost-effective 

– If filing in more than a few countries 

• When uncertain

– As to which countries applications are to be filed

– Preserves rights 

• Provides additional time 

– To assess the commercial potential in the various foreign markets

• Defers national patent fees and other costs

– E.g., translations, local associate fees, etc.

• Provides an assessment opportunity 

– Of international search and written opinion results, before incurring                          

additional filing costs
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Hague system for the International 

Registration of Industrial Designs
• A single international application for a single international   

registration (IR) 

– Designating one or more Contracting Parties

– Capable of being registered in 74 Contracting Parties

– Register up to 100 industrial design with a single application

• All designs must belong to the same Locarno class

• Issues governed by the law of each designated Contracting Party

– If no refusal, the resulting international registration has the effect of a grant of 

protection

– The conditions for protection or the rights which result from protection
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Avoiding common mistakes

• Confidentiality

– Avoid making the invention public prior to filing a patent application

• Be familiar with key dates and deadlines 

– Under U.S., foreign, and international laws 

• Recommend securing the services of a registered patent attorney or 

agent 

– If unfamiliar with the complexities in obtaining foreign patent rights 

– To avoid potentially losing patent rights
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USPTO international filing resources
• PCT Help Desk

– 571-272-4300

– Monday-Friday, 8:30 a.m. to 5 p.m. ET

• Pursuing international IP protection 

– https://www.uspto.gov/learning-and-resources/pursuing-international-ip-protection

• International Patent Legal Administration website

– www.uspto.gov/PatentCooperationTreaty

• Office of International Patent Cooperation website

– www.uspto.gov/InternationalPatentCooperation

• USPTO Hague website:

− www.uspto.gov/patent/initiatives/hague-agreement-concerning-international-

registration-industrial-designs
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Additional USPTO resources

• Inventors Assistance Center

– 800-786-9199

• Inventor resources on USPTO.gov

– www.uspto.gov/learning-and-resources/inventors-entrepreneurs-resources

• Searching U.S. patents and U.S. patent application publications

– https://patft.uspto.gov

• USPTO Pro Se Assistance Program

– www.uspto.gov/ProSePatents

• USPTO Pro Bono Program

– www.uspto.gov/ProBonoPatents
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Other resources

• Protecting Intellectual Property Rights

– www.StopFakes.gov

• Office of U.S. Trade Representative

– www.ustr.gov/issue-areas/intellectual-property

• World Intellectual Property Organization (WIPO) (www.wipo.int)

– ePCT, PCT Newsletter, PCT Applicant's Guide 

– PATENTSCOPE

• Searchable PCT publication database, image file wrapper, translation functionality

• WIPO Pearl - Linguistic Search

• http://patentscope.wipo.int/search/en/structuredSearch.jsf

– Hague

− www.wipo.int/hague

• European patent database (Espacenet)

– www.epo.org/searching-for-patents/technical/espacenet.html

• Japanese patent database

– www.j-platpat.inpit.go.jp
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Agenda

• Protecting trademarks nationally

• Protecting trademarks internationally

–Direct national route

–Madrid system route
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Hypothetical

Mark: T-MARKEY TRINKETS

Goods: Jewelry, Class 14

How do you protect your mark in the United States 

and in other countries?
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National protection of 

trademarks for U.S. owners

• Select trademark

• Use or intend to use trademark

• Obtain U.S. federal trademark registration 

from USPTO to protect trademark
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International protection of 

trademarks – Madrid system

• Madrid system is a convenient and cost-effective means to register 

and manage trademarks worldwide.

• File one application and pay one set of fees to apply for protection 

in up to 122 countries.

• Modify, renew, or expand your global trademark portfolio through 

one centralized system:

– www.wipo.int/madrid/en/
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Madrid system administration

• Administered by the International Bureau 

(IB) of the World Intellectual Property 

Organization (WIPO), in Geneva, 

Switzerland.
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Madrid system at a glance
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National route

International route – Madrid System
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Madrid system

at a glance
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National (basic) mark

International application

OFFICE OF DESIGNATED

COUNTRY
Substantive examination

No refusal
refusal

National office (office 

of origin)

Certification

INTERNATIONAL BUREAU

• Formalities examination

• Publication in International Register

• Issuance of International Registration

• Notification to designated countries



Madrid system – designated countries

• After satisfactory examination of formalities, the International 

Bureau issues an international registration.

– International registration is a misnomer – no legal rights vested.

• International Bureau forwards the international application 

information to each designated country where applicant seeks 

protection. Each country:

– Examines under its own national trademark laws;

– Determines independently whether to grant or refuse registration.

• Legal rights vested if registration is granted.
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Madrid system key provisions

• National application or registration: serves as the basis 

for international filing under the Madrid Protocol.

– Also called “basic application” or “basic registration.”

• Mark: same as in national filing.

• Entitlement: Must have a “connection” with a Madrid 

Protocol member country that serves as office of origin:

– Nationality;

– Domicile; or

– Real and effective industrial or commercial establishment.
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Madrid system key provisions

• Goods and services: same as or less than those in national filing.

– Limitation of goods and services: of the goods and services in the 

international application, may pick and choose which go to which 

designated country

• Indicate initially in international application; or

• File limitation notice after international registration issues.

– Why limit goods and services?

• Not entered, selling in that market;

• Anticipate/overcome refusal;

• Agreement with third party.
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National route
• many offices for filing

• many languages

• many currencies

• many registrations

• many renewals

• many modifications

• foreign attorney or agent
first needed at filing

International route (Madrid)

• one office for filing

• one language

• one currency

• one international registration

• one renewal

• one modification

• foreign attorney or agent 
needed if refused
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Ceasing of effect
of national application or registration

National (basic) mark

International registration

Effect of international 

registration as a 

national registration

Five-year 

dependency

Always 

dependent

If a national (basic) mark “ceases to have effect,” in 

whole or in part, national office (office of origin)

notifies International Bureau and requests partial or 

total cancellation of international registration.

International Bureau cancels international 

registration to the extent requested by office of 

origin. International Bureau records, publishes, and 

notifies all designated countries of the partial or 

total cancellation of international registration.

Designated countries cancel, in whole or in part, the 

extensions of protection in their countries.



Request for transformation after 

ceasing of effect

• Cancellation of goods and services, in whole or in part, in 

international registration triggers a right to file a national 

application in each designated country.

• Rights preserved:

– Date of international registration becomes filing date;

– Priority date, if any, claimed in international registration is retained.

• Must meet certain requirements to request 

transformation.
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Centralized management and 

maintenance of registrations at WIPO

Every 10 years with WIPO

– Renew international registration with the International Bureau of WIPO to keep all 

designations alive

Note: May also need to file maintenance documents with designated countries to keep 

national designations alive – check with each designated country.

Changes/updates as needed with WIPO
– Record transfer of ownership

– Limit or renounce goods and services in one or more designated countries

– Cancel goods and services in the international registration

– Record restriction on right of ownership

– Record license

– Appoint a domestic representative

– Change name or address of holder or representative
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USPTO Madrid Protocol webpage

41 www.uspto.gov/trademark/laws-regulations/madrid-protocol
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USPTO Madrid Protocol electronic 

forms webpage

www.uspto.gov/trademarks-application-

process/filing-online/trademark-

electronic-application-system-teasi-

online

https://www.uspto.gov/trademarks-application-process/filing-online/trademark-electronic-application-system-teasi-online


WIPO Madrid homepage

www.wipo.int/madrid/en/
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WIPO Madrid homepage

www.wipo.int/madrid/en/
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USPTO Madrid Protocol guidance: 
Trademark Manual of Examining Procedure (TMEP), Chapter 1900
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Madrid system is a two-way process

Outgoing – international applications
• U.S. trademark owners/applicants seeking protection in other 

countries.

TMEP §§1900–1903 only apply to outgoing international applications.

Incoming – requests for extension of protection
• Foreign trademark owners/applicants seeking protection in the U.S.

TMEP §1904 only applies to incoming §66(a) applications, i.e., requests for extension 

of protection to the U.S.



Hypothetical

Mark: T-MARKEY TRINKETS

Goods: Jewelry, Class 14

How do you protect your mark in the United States 

and in other countries?
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Hypothetical:

U.S. national application or registration

For U.S. trademark owners:
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T-MARKEY

TRINKETS

Jewelry, Class 14

(national application)

USPTO



Hypothetical: 

International application and 

international registration

For U.S. trademark owners:
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T-MARKEY

TRINKETS

Jewelry, Class 14

(international

application)

USPTO

International 
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(international 

registration)



Hypothetical: 

International application and 

international registration

For U.S. trademark owners:
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T-MARKEY

TRINKETS

Jewelry, Class 14

International 

Bureau

(international 

registration)

Canada  refused

Mexico  registered

Jamaica  registered
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